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Declaration Pursuant to 37 C.F.R. § 1.183 & 37 C.F.R. § 1.131 

I, Colby B. Springer, am a partner in the law firm of Carr & Ferrell LLP. I am 
licensed to practice law in the State of California and make the following 
declaration. I am thoroughly familiar with the subject matter, claims, and 
prosecution history of the present application including the various references 
cited during the course of examination. I could readily and freely testify as to the 
same. 



2. On December 2, 2008, the U.S. Patent Office issued a non-final office action 
wherein the independent claims of the present application were rejected under 
35 U.S.C. § 103(a) as being unpatentable over, inter alia, U.S. patent number 
7,214,133 to Jen et al., which was filed in the United States on May 9, 2003. 

3. I am informed and believe and thereon allege that the aforementioned Jen et al. 
reference is not eligible for the purpose of rendering a rejection under 35 U.S.C. § 
103(a). Jen et al. (outside the aforementioned obviousness rejection) can only 
qualify as prior art against the present application under 35 U.S.C. § 102(e). The 
presently claimed invention was actually reduced to practice in the United 
States no later than April 8, 2003, which is prior to the filing date of the Ten et 
al. reference. Jen et al. is, therefore, ineligible for the purpose of a rejection 
under 35 U.S.C § 103(a). 
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Upon determining that the presently claimed invention was actually reduced to 
practice prior to the filing date of the Jen et al. reference, the undersigned began 
undertaking efforts related to the preparation of a declaration under 37 C.F.R. § 
1.131 for the purpose of 'swearing behind' the Jen et al. reference. 

In the course of the aforementioned efforts, the undersigned contacted the 
assignee of the entire right, title, and interest in the present application— Sony 
Computer Entertainment America Inc.— for the purpose of obtaining signatures 
from the named inventor of the present application: Scott Campbell. 

During the course of conversations with the assignee of the present application, 
it was determined that Scott Campbell— the inventor— was no longer employed 
by the assignee. It is presently unknown how the aforementioned inventor 
might be contacted concerning his personal submission of a declaration under 37 
C.F.R. § 1.131. 

In light of the foregoing, the undersigned declares that the original inventor 
cannot be found to execute a declaration in accordance with 37 C.F.R. § 1.131, 
which requires the inventor(s) of the subject matter of the rejected claim submit 
an appropriate oath or declaration to establish invention prior to the effective 
date of the reference on which the rejection is based. 

Based on the unavailability of the inventor, a waiver of the aforementioned 
inventor signature requirement is requested in accordance with 37 C.F.R. § 1.183, 
which provides for suspension and/or waiver of the any requirement of the 
regulations (such as Rule 131) subject to the requirements of justice. Failure to 
waive the aforementioned inventor signature requirement and to other refuse 
acceptance of the present declaration would be to unjustly require the assignee to 
comment and distinguish the presently claimed invention from a reference that 
does not legally qualify as prior art under the patent laws of the United States. 

The actual reduction to practice of the presently claimed invention in the United 
States is evidenced by, at least, the documents attached hereto as Exhibits A-D: 

Exhibit A: Invention Disclosure Form 

Exhibit B: SCEA Announces Downhill Domination 

Exhibit C: Photocopy of Compact Disc for Downhill Domination 



Exhibit D: 



Downhill Domination Instruction Manual 
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Claim 1 reads as follows: 



A method for displaying a graphical path in a video game, comprising: 
retrieving graphical path data associated with a previous run; 
displaying the graphical path data as a visual string of path markers; and 
determining a color for a displayed path marker of the visual string of 
path markers based upon an elapsed time from a starting point to a current 
location of a player character of a current video game session and an elapsed 
time from a starting point to the current location of the player character 
associated with the displayed path marker from the previous run and recorded 
for each point in the path, wherein the current location is after the starting line 
but prior to the finish line for a course being traversed in the current video game 
session. 

11. Exhibit A is an Invention Disclosure Form for the present application. See Exhibit 
A(I)(1) (reflecting the title for the invention to be 'Recording and Displaying [a] 
Graphical Path in a video game); see also Specification (Title) (System and Method 
for Recording and Displaying a Graphical Path in a Video Game). 

12. The invention as described in Exhibit A and set forth in the present application 
corresponds to the video game 'Downhill Domination/ See Exhibit A(I)(2) 
(identifying the "title of [the] game(s) or project(s) ... for which this invention 
was developed: Downhill Domination). 

13. The invention described in Exhibit A and claimed in the present application was 
actually reduced to practice no later than April 8, 2003 as is indicated by Exhibit 
B, which announced the forthcoming commercial release of Downhill 
Domination. Exhibit B is available at <ps2.ign.com/articles/392/392833pl.html>. 

14. A movie 'teaser' was concurrently released with the April 8, 2003 press release 
(Exhibit B). This movie 'teaser' further evidences the actual reduction to practice 
of Downhill Domination, which includes the invention set forth in Exhibit A and 
claimed through the present application. That movie may be accessed at the 
following web address: 

<s.ps2movies.ign.com/ps2/video/downhilldomination_040803_l.mov> 
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15. Exhibit A indicates that Downhill Domination was also displayed on May 14, 
2003 at the 2003 Electronic Entertainment Exposition (E3) held in Los Angeles, 
California. See Exhibit A(II)(3). While the display of Downhill Domination at E3 
occurred four days after the filing date of the Jen et al. reference, it is presumed 
that the Examiner appreciates that a video game cannot be developed, coded, 
and debugged for display in four days time. Exhibit B and the corresponding 
movie 'teaser' referenced herein also indicate that Downhill Domination and the 
invention set forth in Exhibit A and as claimed herein had already been actually 
reduced to practice. 

16. Exhibit A indicates that the invention referenced therein concerns a video game 
where "a player character moves through a game environment ... in [a] time 
trial mode. [The] game software records the path of the player character as it 
moves from the starting point to the end point. The path is recorded in the x-, y-, 
and z-directions/' Exhibit A(VJ). 

This portion of Exhibit A corresponds, inter alia, to the first step of claim 1, which 
recites 'retrieving graphical path data associated with a previous run/ 

This portion of Exhibit A further corresponds, inter alia, to the final limitation of 
the final step of claim 1, which recites 'the current location is after the starting 
line but prior to the finish line for a course being traversed in the current video 
game session.' 

17. Exhibit A indicates that the invention "records the time that it takes for the 
player character to arrive at the end point." Exhibit A(VI). 

This portion of Exhibit A corresponds, inter alia, to the final step of claim 1, which 
reads (in part) as follows: ' ... an elapsed time from a starting point to a current 
location of a player character of a current video game session and an elapsed 
time from a starting point to the current location of the player character 
associated with the displayed path marker from the previous run and recorded 
for each point in the path ' 

18. Exhibit A also states that "[t]he game software displays the recorded information 
on a game screen while the player character moves through the game 
environment again, which allows the player character to race against a recorded 
'best time/ The game software displays the recorded information as colored orbs 
situated in the game environment." Exhibit A(VI). 

This portion of Exhibit A corresponds, inter alia, to the preamble of claim 1, 
which recites 'a method for displaying a graphical path in a video game/ 
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This portion of Exhibit A further corresponds, inter alia, to the second step of 
claim 1, which recites 'displaying the graphical path data as a visual string of 
path markers/ 

This portion of Exhibit A further corresponds, inter alia, to the final strep of claim 
1, which recites (in part) as follows: 'determining a color for a displayed path 
marker of the visual string of path markers based upon an elapsed time from a 
starting point to a current location of a player character of a current video game 
session and an elapsed time from a starting point to the current location of the 
player character associated with the displayed path marker from the previous 
run and recorded for each point in the path, wherein the current location is after 
the starting line but prior to the finish line for a course being traversed in the 
current video game session/ 



19. Exhibit A further states that "[a] string of orbs displays the recorded path 
through the environment" and "have different colors to indicate different 
information." Exhibit A(VI). 

This portion of Exhibit A corresponds, inter alia, to the second step of claim 1, 
which recites 'displaying the graphical path data as a visual string of path 
markers/ 

This portion of Exhibit A further corresponds, inter alia, to the final strep of claim 
1, which recites (in part) as follows: 'determining a color for a displayed path 
marker of the visual string of path markers based upon an elapsed time from a 
starting point to a current location of a player character of a current video game 
session and an elapsed time from a starting point to the current location of the 
player character associated with the displayed path marker from the previous 
run and recorded for each point in the path ' 

20. Exhibit C is a photocopy of a compact disc in possession of the undersigned and 
that stores a beta version of Downhill Domination. Notwithstanding the date 
stamp, the undersigned is informed and believes and thereon alleges that the 
game embodied on this compact disc corresponds to Downhill Domination as 
displayed at E3 on May 14, 2009, which in turn (and further) corresponds to 
Downhill Domination as had been actually reduced to practice and for which the 
aforementioned 'teaser' had been released on April 8, 2003 along with Exhibit B. 
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21. I have played the video game embodied on the compact disc shown in Exhibit C. 
Execution of that game copy performed, inter alia, the operation of displaying a 
graphical path in a video game, that video game being Downhill Domination. 
As a part of my game play of the video game embodied on the compact disc of 
Exhibit C, I performed a first "nm" of a course. That "run" and the related data 
was stored in memory of a computing device (a PlayStation 2 entertainment 
system) executing the disc. That data was later retrieved as I performed a second 
"run"; the entertainment system (in the course of my second "run") displayed a 
graphical path of colored objects indicating my current position in the racing 
course versus that of my initial "run." 

22. Claim 19 of the present application corresponds to the method of claim 1 
although the preamble recites 'a computer readable storage medium having 
embodied thereon a program, the program being executable by a processor to 
perform a method for displaying a graphical path in a video game/ The compact 
disc that I personally used to play the aforementioned video game constitutes a 
computer readable storage medium. Through execution of that medium by the 
computing device, the method as described in claim 1 was otherwise performed. 

23. Claims 24 and 30 are system claims that allow for performance of the method set 
forth in claim 1 of the present application. The PlayStation 2 entertainment 
system includes a data cache that may store graphical path data. The PlayStation 
2 further includes a processor configured to execute instructions stored in 
memory. The PlayStation 2 was released in Japan on March 4, 2000 and in the 
United States on October 26, 2000. The PlayStation 2 included a data cache, 
processor, and memory as of the March 4 and October 26 release dates. The 
PlayStation 2 included a data cache, processor, and memory as of the actual 
reduction to practice date of the presently claimed invention. The PlayStation 2 
continued to include a data cache, processor, and memory when I personally 
engaged in game play of Downhill Domination. By executing the game disc for 
Downhill Domination, a system corresponding to the claims of 24 and 30 had 
actually been reduced to practice prior to the filing date of the Jen et al. reference. 
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24. Exhibit D is an instruction manual that corresponds to the commercial release of 
Downhill Domination. While Downhill Domination was not commercially 
released until July 22, 2003, Exhibit D reflects the continued inclusion of the 
presently claimed invention in the Downhill Domination video game. For 
example, page 10 of Exhibit D references to Time Trials— It's you against the clock 
on any available course in one of three events. Page 12 of Exhibit D references Time 
Trials (Single Player)— Race down the mountain for the best time. When you return for 
a rematch, the connected orbs show your original route down the mountain. The orb 
colors indicate sprinting, airtime and crashing. Exhibit D at page 38 references Data 
that is saved includes: All Career Data including rider, ranking, and progress. Page 39 
of Exhibit D references loading game data: Select LOAD GAME DATA on the 
Options Menu from the Main Menu. 

25. In light of the actual reduction to practice of Downhill Domination no later than 
April 8, 2003, priority is hereby claimed under 37 C.F.R. § 1.131 over U.S. patent 
number 7,214,133 to Jen et al., filed in the United States on May 9, 2003. 

26. Additional evidence of conception and actual reduction to practice may be 
available. Notwithstanding, the presently submitted declaration and exhibits are 
believed to be sufficient for the purposes of evidencing prior actual reduction to 
practice. The assignee of the entire right, title, and interest expressly reserves the 
right to present such further evidence as may be appropriate in light of ongoing 
prosecution of the application. The present submission is in no way meant to be 
interpreted as limiting or indicative of all evidence of that may be available. 

27. I declare that all statements made herein of my own knowledge are true and that 
all statements made herein on information and belief are believed to be true and, 
further, that these statements were made with the knowledge that willful false 
statements and the like are punishable by fine or imprisonment, or both, under 
18 U.S.C § 1001 and that such willful false statements may jeopardize the 
validity of this application or any patent issued thereon. 



June 2, 2009 
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RefNo.:SCEA30005US00 

Sony Computer Entertainment America Confidential 

Invention Disclosure Form 

This form is provided to permit evaluation of the patent potential of company Inventions, and to facilitate preparation of 
patent applications when warranted. Pteaae mi in each spec© as completely as possible. 

Date: Jun 11/2003 

K SHORT DESCRIPTION OF THE INVENTION! 

1 . Short Summary of the Invention: 

Recording and Displaying Graphical Path in a video game. 

2. Name of product(s), <e.g.; title of same(a) or project^)), for which this invention was developed: 
Downhill Domination 



II, DISCLOSURE 



3, Has your invention been disclosed to anyone out side of Sony Computer Entertainment 
America in a speech, exhibit, presentation, product, product manual, report, lecture, trade 
show, technical article or publication. Has a prototype already been sold, offered for sale or 
shown? Please identify the earliest date this happened or otherwise? 

□ No 

13 Yes (Explanation; E3 2003 5/14) 



III. RELATED INVENTION 



4. Is this invention related to any previous Invention Disclosures of which you are aware (made 
by you or someone else)? 

IS No 

□ Yes (Explanation: ) 

5. All related information or publications that you know are related to your invention. (If you know, 
please indicate publication Nos or attach a copy of it to this sheets) 

Sony Computer Entertainment America CONFIDENTIAL 

SCEA IDRSMS-01/02 
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RefNo.:SCEA30005US00 



[IV, INVENTORS 



Identify a// parsons who contributed to the present invention including pemnjjrom other Division, Sony 



Computer Entertainment Inc. and Outside Compa 



gflgggt/fflfflfll 

a) *Ma(n Inventor 

Scott Campbell 



tmav be invalid, if the 



Full Legal Name 
Division: PD - Incognito 
Home Address: 

City, State & Zip Code: Bountiful, Utah 84010 
Home Telephone #: 
Citizenship: U.S.A. 

If Japanese, please provide name in Kanjh _ 




V, DEPARTMENT HEAD] 




Sony Computer Entertainment America CONFIDENTIAL 

SCEA IDF-SMS-O1/02 
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VI. DETAILED DESCRIPTION OF THE INVENTION 



Please provide a concise technical description of your invention in the format outlined below on the following page$, 

Hffjy wusu QeyyJbe the Invention? 

You can describe it by submitting a copy of presentation or reference materials you have had. You do 
not need to prepare again such materials for this IDF. 

The following are sample questions for describing an invention. You do not need to answer a// 
questions below. Of course, It will be very useful, if you could answer aB questions. 

LWhat do you consider the novel features of your invention? What distinguishes those 
features from the prior art? 

2. Why would the novel features of your invention be unobvious to a person skilled in the field 
to which your invention relates? 

3. Details of Preferred Embodiment of your Invention (use extra sheets If necessary and 
attach sketches, drawing, photographs, flow sheets or diagrams illustrating invention; use 
reference numerals In description and in illustrations.) 

4. Alternative constructions or procedures for accomplishing same result as Preferred 
Embodiment. 

5. Identity available records supporting development of Invention from conception to 
reduction to practice (notebooks, records, drawings; attach copies if possible.) 

In e video game, a player character moves through a game environment from a starting 
point to an end point For example, the player character completes a race course in time 
trial mode. Game software records the path of the player character as it moves from the 
starting point to the end point The path is recorded in the x- f y- t and z-directions. The 
game software also records the time that it takes for the player character to arrive at the 
end point Other information regarding the player characters path is also recorded, for 
example whether the player character crashed, performed tricks, or used a large amount 
of energy. 

The game software displays the recorded information on a game screen white the 
player character moves through the game environment again, which allows the player 

Sony Computer Entertainment America CONFIDENTIAL 

SCEAIDF-SMS-01/02 
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Ref No.: SCEA3Q005US00 

character to race against a recorded "best time. " The game software displays the 
recorded information 6$ colored orbs situated in the game environment. The position of 
the orbs is determined by calculating normal force vector in the game environment and 
placing the position of the orb "on top of" the force vector. A string of orbs displays the 
recorded path through the environment The orbs flash with light to Indicate the time 
associated with the recorded path. An orb flashes or lights up when the player character 
was in the position indicated by the orb during the recorded run. The orbs have different 
colors to indicate different information, In one embodiment, a green orb indicates the 
player character was traveling on the ground, a blue orb indicates that the player 
character was in the air, and a red orb indicates that the player character crashed. 

In one embodiment, the game disc has pennanently stored on Ha "best time" 
achieved by the developers of the game software. Thus, players may test themselves 
against "the best" and learn an efficient path through the game environment. The 
recorded data for a player character's path through the game environment is stored on a 
removable storage medium. Thus, if a player beats a recorded best time, that information 
can be over-written with the path information of the current best time. 



Sony Computer Entertainment America CONFIDENTIAL 

SCEA IDF-SMS-01/02 
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SCEA Announces Downhill Domination 

First ctetafe and new the first movies too. 

by IGN Staff 

April 8, 2003 - What's a 
company to do after making a 
car combat game, as well as 
a monster fighting game 
featuring the best of the 
B-movie creatures? Make a 
downhill mountain biking game, 
of course! 

Sony Computer Entertainment 
America Inc. announced today 
the summer 2003 release of 
Downhill Domination. 
Developed by Sony Computer 
Entertainment America's Santa 
Monica studio and Incog Inc. 
Entertainment, Downhill 
Domination is based on the 
extreme sport of downhill 

mountain bike racing, and features professional riders and licensed manufacturers. 

The game is playable from a first- and third-person perspective, and contains three unique 
course styles including Mountain Cross, Technical Downhill, and Freeride through 27 
free-roaming tracks. Players must pick the best line down through canyons, forests and 
city streets, while simultaneously avoiding environmental and weather hazards. 

Downhill Domination features fully customizable bikes, as well as more than 30 super 
tricks and an arsenal of combat tactics to take down the competitors. Additionally, the 
game will have a fully licensed soundtrack and support four-player simultaneous play in 
five different multiplayer modes. Color us happy. 

"Due to its vertical racing style and competitive nature, the sport of downhill mountain bike 
racing has globally reached participants and spectators throughout the U.S., Canada, 
Japan, United Kingdom, Belgium, Spain, and numerous other countries." said Ami Blaire. 
director, product marketing, Sony Computer Entertainment America. "With the upcoming 
release of Downhill Domination, we are able to deliver the first extreme sport of this nature 
to PlayStation 2 fans while expanding the racing category to new heights." 

Check back with IGN for more news regarding Downhill Domination, 
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